SMALL BUSINESS TECHNOLOGY TRANSFER (STTR) 
or

SMALL BUSINESS INNOVATION RESEARCH (SBIR)

INTELLECTUAL PROPERTY AGREEMENT
This Agreement, dated [insert date] is between [insert name] (Company) established under the laws of [insert jurisdiction] and Texas State University-San Marcos (TXSTATE) having its principal campus at 601 University Drive, San Marcos, Texas 78666.

The Parties have previously collaborated under SBIR/STTR Phase I award from [Insert name of Sponsor], under award number [insert prime award number]. This agreement is entered into for the purpose of allocating between the parties certain rights relating to an SBIR/STTR award. 
The Parties are submitting a proposal to [insert name of sponsor] (Agency), titled [insert title of proposal] for a SBIR/STTR project. 
1.
STATEMENT OF WORK.  


In the event of a full funding Award, TXSTATE agrees to use all reasonable efforts to perform that portion of the research program "


" allocated to TXSTATE in the proposal above and attached hereto (ATTACHMENT A).

2.
PRINCIPAL INVESTIGATOR.  

TXSTATE’’s Principal Investigator (PI), [insert name] will supervise TXSTATE’s portion of the research program.  If its PI is unable to continue to serve, TXSTATE will designate a successor PI and will notify the Company.

The Company’s PI will be [insert name].  If its PI is unable to continue to serve, the Company will designate a successor PI and will notify TXSTATE.

3.
PERIOD OF PERFORMANCE.  


It is anticipated The Parties anticipate carrying out the research program that the research program will be carried out over a __________ month period.  The start date will depend upon the date of the funding Award, and will be mutually agreed upon.  This Agreement will be subject to renewal only by mutual agreement of the parties.

4.
PAYMENT.  


Company will pay TXSTATE in U.S. dollars $_________ as described in Attachment B, Budget, upon receipt of an invoice from TXSTATE.  TXSTATE will submit a final financial accounting of all costs incurred and all funds received to Company within ninety days following the completion of the project.

5.
APPLICABILITY OF THIS AGREEMENT.


(a)  This Agreement shall apply only to matters relating to the SBIR/STTR project referred to in the preamble above.


(b)  If a funding agreement for an SBIR/STTR project is awarded to Company based upon the SBIR/STTR proposal referred to in the preamble above, Company will promptly provide a copy of such funding agreement to TXSTATE, and Company will make a subaward to TXSTATE in accordance with the funding agreement, the proposal, and this Agreement.  If the terms of such funding agreement appear to be inconsistent with the provisions of this Agreement, the parties will attempt in good faith to resolve any such inconsistencies.  However, if such resolution is not achieved within a reasonable period, Company shall not be obligated to award nor TXSTATE to accept the subaward, as the case may be.  If a subaward is made by Company and accepted by TXSTATE, this Agreement shall not be applicable to contradict the terms of such subaward or of the funding agreement awarded by the Agency to Company except on the grounds of fraud, misrepresentation, or mistake, but shall be considered to resolve ambiguities in the terms of the subaward.


c)  The provisions of this Agreement shall apply to any and all consultants, subcontractors, independent contractors, or other individuals employed by Company or TXSTATE for the purposes of this SBIR/STTR  project.

6.
BACKGROUND INTELLECTUAL PROPERTY.

(a) "Background Intellectual Property" means property and the legal right therein of either or both parties developed before or independent of this Agreement including inventions, patent applications, patents, copyrights, trademarks, mask works, trade secrets and any information embodying proprietary data such as technical data and computer software. 


(b) If one or both Parties own or otherwise control Background Intellectual Property that is necessary for the commercialization of the results of this Agreement, the Parties agree that to the extent they have the right to do so, each will extend to the other an opportunity to negotiate, in good faith and on terms that are fair and reasonable, license rights to Background Intellectual Property to the extent such background license rights are necessary to the commercialization of Agreement results.  Background Intellectual Property rights are "necessary" if there is no reasonable alternative to achieve the equivalent function of the Background Intellectual Property and if utilization of such Background Intellectual Property would be infringing if licenses were not granted.  In the case of Background Intellectual Property of TXSTATE, this paragraph shall apply only to that intellectual property, which has been developed, in whole or in part, by TXSTATE's Principal Investigator and other TXSTATE faculty, graduate students and staff participating in the research program.

7. 
INTELLECTUAL PROPERTY

(a)  "Project Intellectual Property" means the legal rights relating to inventions (including Subject Inventions as defined in 37 CFR 401), patent applications, patents, copyrights, trademarks, mask works, and computer software, first made or generated in performance of the SBIR/STTR  Award.  

(b)  The rights of the Parties to subject inventions made by their employees in the performance of the SBIR/STTR Award shall be as set forth in the Patent rights clause of 37 CFR 401.14. The Agency may obtain title to any subject invention not elected by a party as set forth in the Patent rights clause.

(c) Unless otherwise agreed in writing, Project Intellectual Property shall be owned by the party whose employees make or generate the Project Intellectual Property.
(d)  Jointly made or generated Project Intellectual Property shall jointly owned. Company shall have the first option to perfect the rights in jointly made or generated Project Intellectual Property, provided that any patent filing or copyright registration shall be made in the name of both Company and TXSTATE.  In the event Company elects not to perfect the rights in joint Project Intellectual Property, TXSTATE shall thereafter have the right to do so.
(e) The Parties agree to execute a Joint Intellectual Property Management Agreement at the time of disclosure. The agreement shall, at a minimum, contain communications strategies, designate one Party as lead in commercialization efforts of the Joint Intellectual Property, contain a revenue and cost-sharing plan.
(f)
  The PARTIES agree to disclose to each other, in writing, each and every Subject Invention, which may be patentable or otherwise protectable under the United States patent laws in Title 35, United States Code. The PARTIES acknowledge that they will disclose Subject Inventions to each other and the awarding agency within two months after their respective inventor(s) inventors first disclose the invention in writing to the person(s) persons responsible for patent matters of the disclosing Party. All written disclosures of such inventions shall contain sufficient detail of the invention, identification of any statutory bars, and shall be marked confidential, in accordance with 35 U.S.C. sec. 205.

(g)  Each party hereto may use Project Intellectual Property of the other nonexclusively and without compensation in connection with research or development activities for this SBIR/STTR project, including inclusion in SBIR/STTR project reports to the AGENCY and proposals to the AGENCY for continued funding of this SBIR/STTR project through additional phases.

(h)  In addition to the Government's rights under the Patent Rights clause of 37 CFR sec 401.14, the PARTIES agree that the Government shall have an irrevocable, royalty free, nonexclusive license for any governmental purpose in any Project Intellectual Property.

(i)  Company will have an option to commercialize the Project Intellectual Property of TXSTATE, subject to any rights of the Government therein, as follows--

(1)  Where Project Intellectual Property of TXSTATE is a potentially patentable invention, Company will have an exclusive option for a license to such invention, for an initial option period of _3_ three months after such invention has been reported to Company. Company may, at its election and subject to the patent expense reimbursement provisions of this section, extend such option for an additional _3_ three months by giving written notice of such election to TXTSTATE prior to the expiration of the initial option period.  During the period of such option following notice by Company of election to extend, TXSTATE will pursue and maintain any patent protection for the invention requested in writing by Company and, except with the written consent of Company or upon the failure of Company to reimburse patenting expenses as required under this section, will not voluntarily discontinue the pursuit and maintenance of any United States patent protection for the invention initiated by TXSTATE or of any patent protection requested by Company. For any invention for which Company gives notice of its election to extend the option, Company will, within _60_ sixty days after invoice, reimburse TXSTATE for the expenses incurred by TXSTATE prior to expiration or termination of the option period in pursuing and maintaining (i) any United States patent protection initiated by TXSTATE and (ii) any patent protection requested by company. Company may terminate such option at will by giving written notice to TXSTATE in which case further accrual of reimbursable patenting expenses hereunder, other than prior commitments not practically revocable, will cease upon TXSTATE's receipt of such notice. At any time prior to the expiration or termination of an option, Company may exercise such option by giving written notice to TXSTATE, whereupon the parties will promptly and in good faith enter into negotiations for a license under TXSTATE's patent rights in the invention for Company to make, use or sell products and/or services that embody, or the development, manufacture or use of which involves employment of, the invention. The terms of such license will include: (i) payment of reasonable royalties to TXSTATE on sales of products or services which embody, or the development, manufacture or use of which involves employment of, the invention; (ii) reimbursement by Company of expenses incurred by TXSTATE in seeking and  maintaining patent protection for the invention in countries covered by the license (which reimbursement, as well as any such patent expenses incurred directly by Company with TXSTATE's authorization, insofar as deriving from TXSTATE's interest in such invention, may be offset in full against up to of accrued royalties in excess of any minimum royalties due TXSTATE); and, in the case of an exclusive license, (iii) reasonable commercialization milestones and/or minimum royalties. (iv) Contracts and Sponsored Research Agreements with Texas State University may not be used to offset any royalty or milestone payments due.
(2)  Where Project Intellectual Property of TXSTATE is other than a potentially patentable invention, Company will have an exclusive option for a license, for an option period extending until three months following completion of TXSTATE's performance of that phase of this SBIR/STTR project in which such Project Intellectual Property of TXSTATE was developed by TXSTATE. Company may exercise such option by giving written notice to TXSTATE, whereupon the parties will promptly and in good faith enter into negotiations for a license under TXSTATE's interest in the subject matter for Company to make, use or sell products or services which embody, or the development, manufacture and/or use of which involve employment of, such Project Intellectual Property of TXSTATE. The terms of such license will include: (i) payment of reasonable royalties to TXSTATE on sales of products or services that embody, or the development, manufacture or use of which involves employment of, the Project Intellectual Property of TXSTATE and, in the case of an exclusive license, (ii) reasonable commercialization milestones or minimum royalties.

(3)  Where more than one royalty might otherwise be due in respect of any unit of product or service under a license pursuant to this Agreement, the parties shall in good faith negotiate to ameliorate any effect thereof that would threaten the commercial viability of the affected products or services by providing in such license(s) for a reasonable discount or cap on total royalties due in respect of any such unit.
(4) TXSTATE reserves the right to license Project Intellectual Property owned by TXSTATE to other parties if Company fails to notify TXSTATE of its exercise of license option within 3 three months of invention disclosure; (ii) is in breach of the Agreement or License Agreement pursuant o remedy conditions stated in the License Agreement.
(g)  Copyright Ownership and Licenses.  TXSTATE will own the title to any copyrightable material first produced under this agreement by its faculty, staff, or students.  However, TXSTATE will grant to the Company an irrevocable, royalty free, non-transferable, non-exclusive right and license to use, reproduce, display, distribute, and perform all such copyrightable materials other than computer software and its documentation.

(1)  TXSTATE will grant to the Company an irrevocable, royalty free, non-transferable, non-exclusive right and license to use, reproduce, display, distribute, and perform computer software and its documentation specified to be developed and delivered under Exhibit A for the Company’s internal purposes.

(2)  Company may negotiate a non-exclusive (or exclusive, if TXSTATE deems it appropriate) royalty bearing license to use, reproduce, display, distribute, and perform such computer software and its documentation for commercial purposes.

(h)  Tangible Research Property.  If TXSTATE elects to establish property rights other than patents to any tangible research property (such as biological materials) developed during the course of the research, TXSTATE and the Company will determine the disposition of rights to such property by separate agreement.  TXSTATE will, at a minimum, reserve the right to use and distribute tangible research property for research purposes.

(i)  License Effective Date.  All licenses elected by the Company under this section 3 seven will become effective as of the date that the parties sign a subsequent license agreement.

8.     COMMERCIALIZATION PLAN AND MILESTONES

(a)  Commercialization Plan If Company exercises its option to negotiate a License Agreement, Company shall submit a commercialization plan to TXSTATE at the time of license execution.

(b) Milestones Company and University shall negotiate appropriate milestones and associated payments in alignment with the commercialization plan.
9.
FOLLOW-ON RESEARCH OR DEVELOPMENT.


All follow-on work, including any licenses, contracts, subcontracts, sublicenses or arrangements of any type, shall contain appropriate provisions to implement the Project Intellectual Property rights provisions of this Agreement and insure that the Parties and the Government obtain and retain such rights granted herein in all future resulting research, development, or commercialization work.

10.
CONFIDENTIALITY AND PUBLICATION.


(a)  The free dissemination of information is an essential and long-standing policy of TXSTATE .  However, under exceptional circumstances, TXSTATE recognizes that it may properly hold in confidence data supplied by a sponsor which TXSTATE considers essential for the conduct of a research program.  Accordingly, TXSTATE's acceptance and use of any proprietary data which may be supplied by Company in the course of this research project shall be subject to the following:  The data must be marked or designated in writing as proprietary to Company.  TXSTATE retains the right to refuse to accept any such data which it does not consider to be essential to the completion of the project or which it believes to be improperly designated, or for any other reason.  Where TXSTATE does accept such data as proprietary, it agrees to exercise all reasonable efforts not to publish or otherwise reveal the data to others outside TXSTATE without the permission of Company, unless the data has already been published or disclosed publicly by third parties or is required to be disclosed by order of a court of law.  It is agreed that such reasonable efforts by TXSTATE will be in lieu of all other obligations or liabilities of TXSTATE relative to Proprietary Information.  Access to proprietary data shall not be a condition precedent to meaningful participation by students at TXSTATE


(b)  Subject to the terms of paragraph (a) above, either Party may publish its results from this SBIR/STTR project.  However, the publishing Party shall provide the other Party a thirty-day period in which to review proposed publications, identify proprietary or confidential and patentable information, and to submit comments. The publishing Party shall not publish or otherwise disclose proprietary or confidential information identified by the other Party and the publishing Party will give full consideration to all comments before publication.  Furthermore, upon request of the reviewing Party, publication will be deferred for up to sixty additional days for preparation and filing of a patent application which the reviewing Party has the right to file or to have filed at its request by the publishing Party.
11. CONFLICT OF INTEREST
1. Definition of Conflicts of Interest

Conflicts of Interest (COI) may arise when an University employee participates in the business of or has a financial interest in the Company that conducts business with the component institution in the area of the faculty member's responsibilities. This may happen in corporate sponsorship for research and in technology transfer.
a) Conflicts of interest occur if the employee's significant financial interest in a sponsor or licensee causes bias in the design, conduct or reporting of research or educational activities.

b) Conflicts of commitment arise when an employee's activities on behalf of such a sponsor or licensee company detract from the employee's teaching, research, clinical or administrative duties. 

2. Management of COI
a) University Employees immediately must disclose any potential conflict of interest or commitment to the University Associate Vice President for Research (AVPR). The AVPR will determine the extent of the conflict and initiate a COI management plan.

b) University  Employees engaging in work toward  this SBIR/STTR project may not be employed by Company at any time during the period of this agreement.

3. Use of University Facilities
Company acknowledges that it does not have the right to access university lab facilities. If Company determines that it has a need to use university-owned specialized equipment, a separate Facilities Use Agreement shall be executed.
12. LIABILITY.

(a) This indemnity provision applies to TXSTATE only to the extent permitted by Texas law.  TXSTATE does not waive any of its defenses, including the defense of governmental immunity.



(b)  Each party disclaims all warranties running to the other or through the other to third parties, whether express or implied, including without limitation warranties of merchantability, fitness for a particular purpose, and freedom from infringement, as to any information, result, design, prototype, product or process deriving directly or indirectly and in whole or part from such party in connection with this STTR project.

(c)  Company will indemnify and hold harmless TXSTATE with regard to any claims arising in connection with commercialization of the results of this SBIR/STTR project by or under the authority of Company. The Parties will indemnify and hold harmless the Government with regard to any claims arising in connection with commercialization of the results of this SBIR/STTR project, except where such commercialization results from the exercise of government rights, such as government patenting of non-elected inventions or exercise of government license rights.

13.
TERMINATION.

Either party may terminate this Agreement for any reason by giving the other party at least 60 days’ written notice of termination.  Upon termination Company will pay Texas State as provided in section 4, including reimbursement for non-cancellable commitments. 

14.
USE OF NAMES.  


Neither Party will use the name of the other in any advertising or other form of publicity without the written permission of the other.

15.
NOTICES.  


Any required notices under this Agreement shall be in writing delivered by first class mail (air mail if not domestic) addressed to the Parties as follows:


TXSTATE PI






Name:


Address:


Phone:


Fax:


Email:

With copy to:


W. Scott Erwin


Director


Office of Sponsored Programs


601 University Dr., JCK 420


Phone: 512-245-2102


Fax: 512-245-1822


We10@txstate.edu


Company PI


Name:


Address:


Phone:


Fax:


Email:


If notices, statements and payments required under this Agreement are sent by certified or registered mail by one Party to the other Party at its above address, they shall be deemed to have been given or made as of the date shown on the acknowledgement of receipt. 
16.
GOVERNING LAW. The validity and interpretation of this Agreement and the legal relation of the parties to it shall be governed by the laws of the State of Texas and the United States.

17.
ENTIRE AGREEMENT. Unless otherwise specified, this Agreement embodies the entire understanding between TXSTATE and the Company for this project, and any prior or contemporaneous representations, either oral or written are hereby superseded.  No amendments or changes to this Agreement shall be effective unless made in writing and signed by authorized representatives of the Parties.

18. DISPUTES. The parties will use the dispute resolution process provided for in Chapter 2260 of the Texas Government Code to attempt to resolve any claim that Company makes for breach of this agreement.

AGREED TO AND ACCEPTED:

Company
By:  







Date:  




Print name:  






Title:  







TXSTATE University-San Marcos

By:  







Date:  




Print name:  Dr. Billy C. Covington
Title:  Associate Vice President for Research



